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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Application of: 
Serial Number: 
Filed: 

Group Art Unit: 

Examiner: 

Title: 



Mark B. Lyles 
09/817,009 
March 24, 2001 
1639 

Epperson, Jon D. 

HIGH THROUGHPUT SCREENING ARRAY 
CONTAINING POROUS MATERIAL 



MAIL STOP-AF 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



Dear Sir: 

PRE- APPEAL REOUEST FOR REVIEW 

The following Pre-Appeal Brief Request for Review ("Request") is being filed in 
accordance with the provisions set forth in the Official Gazette Notice of July 12, 2005 ("OG 
Notice"). Pursuant to the OG Notice, this Request is being filed concurrently with a Notice 
of Appeal. Applicant respectfully requests reconsideration of the Application in light of the 
remarks set forth below. 



ATTORNEY DOCKET 
068986.0103 



2 



PATENT APPLICATION 
09/817,009 



REMARKS 

This Application has been carefully reviewed in light of the Final Office Action 
mailed February 23, 2006. At the time of the Final Office Action, Claims 1, 3, 4, 7-10, 13, 
and 14 were pending in this Application. Claims 1, 3, 4, 7-10, 13, and 14 were rejected. 

Claims 1, 3, 4, 7-10, 13, and 14 were rejected under 35 U.S.C. §103(a) as being 
unpatentable over Glazer et al.'s "High Surface Area Substrates for DNA Arrays" in Materials 
Research Society Symposium Proceedings ("Glazer.") and U.S. Patent 5,629,186 issued to 
Robert D. Yasukawa et al. ("Yasukawa"). Applicant respectfully traversed and submitted the 
cited art combinations, even if proper, which Applicant did not concede, did not render the 
claimed embodiment of the invention obvious. 

Claims 1, 3, 4, 7-10, 13, and 14 were also rejected under 35 U.S.C. §103(a) as being 
unpatentable over U.S. Patent 5,959,098 issued to Martin Goldberg et al. ("Goldberg") and 
Yasukawa. Applicant respectfully traversed and submitted the cited art combinations, even if 
proper, which Applicant did not concede, did not render the claimed embodiment of the 
invention obvious. 

Claim 1 was amended to emphasize that the presently claimed embodiment of the 
invention is directed to a "high throughput screening array," not just to an array. In 
furtherance of this emphasis, Applicant amended Claim 1 to specify that the porous material 
has a mean pore diameter greater than about 10 microns, and consists of a density of 6 
poimds per cubic foot or higher. These limitations relate to the high throughput characteristic 
of the claimed array. Neither Glazer nor Yasukawa disclose and/or suggest such a porous 
material for a high throughput array. For example: (1) Glazer teaches, "[pjore dimensions 
were measured directly fi-om the images as 0.1 to 0.3 microns;" and (2) Yasukawa teaches 
nothing in relation to "pore dimensions." The Examiner notes that Yasukawa teaches silica 
fibers having "diameters between about 5 to 20 jxm." This statement does not teach a porous 
material having a "mean pore diameter of at least about 10 microns." 

And as noted, the presently claimed embodiment of the invention is directed to a high 
throughput screening array material having a density of "6 pounds per cubic foot or higher." 
It is respectfully submitted that a full reading of Yasukawa leads one of ordinary skill in the 
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art to the conclusion that the Yasukawa material must always include a portion having a 

density ranging from about "3.5 and 5.5 pounds/ft^." Indeed, Yasukawa states in the 

"Summary of the Invention": 

The matrix is characterized by ... (b) a density of between 
about 3.5 and 5.5 poimds/ft^. . . 

(Col. 1, lines 29-30). As shown below, and previously pointed out to the Examiner, 
Yasukawa' s material always has densities less than or equal to 5.5 pounds/ ft^: 

The slurry is allowed to settle under conditions effective to 
produce a fiber block having a selected fiber density between 
about 3.3 and 5.3 pounds/ft^. 

(Col. 2, lines 9-11) 

The target density of the matrix after drying is between 3.3 to 
5.3 pounds/ft^ 

(Col. 8, lines 7-9) 

The matrix is then heated to progressively higher temperature . 
. . until a desired fiasion and density are achieved, the target 
density being between 3.5 and 5.5 pounds/ft^. 

(Col. 8, line 65 - Col. 9, line 3) 

The target density of the matrix after drying is between 3.3 to 
5.3 pcf 

(Col. 14, lines 50-51) 

The dried matrix was sintered about 2200°F ... to achieve 
fired densities between 3.3 to 5.5 pcf 

(Col. 14, lines 53-56) 

And Yasukawa's Claim 1 claims: 

"(b) a density of between about 3.5 and about 5.5 
pounds/ft^. . ." 

Yasukawa's Claim 6, dependent on Claim 1, claims: 
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. . . prepared by heating a fiber block . . . having a density 
between about 3.3 and 5.3 pounds/cubic feet . . . 

And finally, as previously referred to by the Examiner, Claim 8 states: 

8. The matrix of claim 1 having in one matrix dimension, 
a matrix gradient progressing between a selected density 
3.5-5.0 pounds/ft^ to a selected density 5.5 to 12 pounds/ft'^. 

Thus, Yasukawa teaches that the material must include a matrix having a density of 
3.5 to 5.5 pounds/ft^, and preferably the entire matrix has a density ranging fi-om 3.5 to 5.5 
pounds/ft^. Even Claim 8, previously referenced by the Examiner, requires that the matrix 
contain a specific portion having a density at or below 5.5 pounds/ft^. Indeed, Claim 8, while 
not even supported by the Yasukawa' s specification, is dependent on Claim 1 which requires 
"(b) a density of between 3.5 and 5.5 pounds/ft^." Whereas, the claimed embodiment of the 
invention is directed to a porous material having a density which "consists of a density of 6.0 
pounds per cubic foot and higher." Consequently, the cited art does not teach all of the 
elements of the claimed invention. A prima facie case of obviousness has not been 
established. 

The Examiner states in support of his obviousness rejection for combining Glazer and 
Yasiikawa, that Yasukawa discloses a density of "about 5.5 pounds/ft3" and would read on 
about a density "6-6.5 pounds/ft3." The Examiner's belief is misplaced and the Applicant 
amended Claim 1 to help further distinguish Yasukawa. The presently claimed material 
"consists of a density of about 6 pounds per cubic foot and higher." Thus, materials having 
densities below 6 pounds per cubic foot are expressly excluded by this language. As taught 
repeatedly by Yasukawa, Yasukawa requires that its material ALWAYS include a portion 
having a density of 3.5 to about 5.5 poimds per cubic foot. The range cited by the Examiner 
for Yasukawa (up to 12 pounds per cubic foot) relates to a material with a "gradient 
density", that is, it must have portions with a density as low as 3.5 to 5.5 poimds per cubic 
foot. The presently claimed material does not cover a material with a portion having a density 
as low as 3.5 to 5.5 pounds per cubic foot and the Applicant does not think such a low density 
material would even fimction to provide the presently claimed invention and thus, the reason 
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for the greater than 6 pounds per cubic foot limitation. The Examiner has failed to establish a 
prima facie case of obviousness. 

Claims 1, 3, 4, 7-10, 13, and 14 were also rejected under 35 U.S.C. §103(a) as being 
unpatentable over U.S. Patent 5,959,098 issued to Martin Goldberg et al. ("Goldberg") and 
Yasukawa. Yasukawa, for the reasons stated above, does not teach the presently claimed 
subject matter, e.g., a material "consisting of a density of "6 pounds per cubic foot and 
higher." And Goldberg does not fill this gap. Thus, the Examiner has failed to establish a 
prima facie case of obviousness. Consequently, Applicant requests withdrawal of the 
obviousness rejections which fail to estabUsh a prima facie case of obviousness. Allowance 
of Claims 1, 3, 4, 7-10, 13 and 14 is requested. 



CONCLUSION 

Applicant submits this Pre- Appeal Brief Request for Review, Petition for Two Month 
Extension of Time, and Notice of Appeal. The Commissioner is authorized to charge 
$250.00 to cover the filing fee for the Notice of Appeal and $225.00 for the extension fee to 
Deposit Account No. 50-2148 of Baker Botts L.L.P. 

If there are any matters concerning this request that may be cleared up in a telephone 

conversation, please contact Applicant's attorney, Bruce W. Slayden II, at 512.322.2606. 

Respectfully submitted, 
BAKER BOTTS L.L.P. 
Attorney for Applicant 



June 30. 2006 




Bruce W. Slayden 
Reg. No. 33,790 



SEND CORRESPONDENCE TO : 
Baker Botts l.l.p. 

CUSTOMER ACCOUNT NO. 31625 

512.322.2606 

512.322.8383 (fax) 



